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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF SOUTH CAROLINA 

CHARLESTON DIVISION 
 
The Right Reverend Charles G. vonRosenberg )  Case No. 2:13-cv-00587-RMG 
et al.,       )  
       )  PETITION TO ENFORCE 

Plaintiffs,    )        THE INJUNCTION  
       )    
v.       )  
       )  
The Right Reverend Mark J. Lawrence et al., )  
       )  

Defendants.    )  
_________________________________________ )  
 

Plaintiffs, The Episcopal Church in South Carolina (the Historic Diocese), Bishop 

vonRosenberg, Bishop Adams, and The Episcopal Church, submit this Petition to Enforce the 

Court’s Order and Opinion and Permanent Injunction issued on September 19, 2019 (Dkt. 667), 

which was entered as a Judgment on October 4, 2019 (Dkt. 671) (hereinafter the “Injunction”).1   

INTRODUCTION 

Defendants are violating the Injunction issued by this Court nearly two months ago, on 

September 19, 2019, as follows: 

I. The Disassociated Diocese continues to misappropriate the Historic Diocese’s 

identity and goodwill by infringing its marks and making false and misleading advertisements and 

representations that: (a) the Disassociated Diocese was “founded in 1785”; (b) Bishop Lawrence 

is the Disassociated Diocese’s “14th Bishop” or “XIV Bishop”; (c) the Disassociated Diocese will 

soon be holding its “229th Diocesan Convention,” claiming as its own more than two centuries of 

the Historic Diocese’s Diocesan Conventions, and posting on its website many of the Historic 

Diocese’s corresponding Journals, together with its own illegitimate journals for conventions it 

held in the name of the Historic Diocese, all using the Historic Diocese’s marks; (d) the 

                                                      
1 The parties are referred to herein in the same way they are referred to in the Injunction. 

2:13-cv-00587-RMG     Date Filed 11/11/19    Entry Number 686     Page 1 of 41



 2 

Disassociated Diocese is the publisher of the Historic Diocese’s newspaper, the “Jubilate Deo,” 

claiming as its own several decades of prior publications, and posting on its website many of the 

Historic Diocese’s publications, together with its own illegitimate publications in the name of the 

Historic Diocese, all using the Historic Diocese’s marks; and (e) the Disassociated Diocese’s 

“institutions” include the Historic Diocese’s “Camp St. Christopher” started in the 1930’s.  

Additionally, (f) the Disassociated Diocese is redirecting the Historic Diocese’s website domains 

based on the Historic Diocese’s marks to its new website domain.   

II. In furtherance of the above-described concerted effort by the Disassociated Diocese 

to continue to hold itself out to be the Historic Diocese and misappropriate its goodwill, the 

Disassociated Diocese has adopted a confusingly similar name: “Anglican Diocese of South 

Carolina.” 

The Injunction places a heavy legal burden on the Disassociated Diocese not to choose a 

confusingly similar name, because the Court has already found that Defendants infringed 

Plaintiffs’ marks and engaged in false advertising.  Plaintiffs are not required to start over and 

relitigate their claims for trademark infringement under the various factors.  The sole and simple 

legal question is whether the new name is “confusingly similar” and therefore violates the 

Injunction.  The Court additionally has discretion, under the “safe distance rule,” to require the 

Disassociated Diocese to select a new name that is so far removed from any characteristic of the 

Historic Diocese so as to put the public on notice that the two are not related.   

The Disassociated Diocese’s new name, “Anglican Diocese of South Carolina,” contains 

the Historic Diocese’s name, “Diocese of South Carolina,” in its entirety, and four of the five 

words in the new name are exactly the same, (1) “Diocese,” (2) “of,” (3) “South,” and (4) 

“Carolina.”  The only additional word in the new name, “Anglican,” is a descriptive word, as 

commonly defined and used in this context.  It aptly describes the Historic Diocese based on the 

2:13-cv-00587-RMG     Date Filed 11/11/19    Entry Number 686     Page 2 of 41



 3 

fact that The Episcopal Church is in communion with the Church of England and it is one of 40 

members of the worldwide Anglican Communion, as detailed herein.  The addition of the 

descriptive word “Anglican” to the name “Diocese of South Carolina” therefore does not function 

to distinguish the Disassociated Diocese as an entirely new and different organization.  It does not 

matter that the word “Anglican,” more loosely defined, may also describe the Disassociated 

Diocese in some manner.  The dispositive fact is that the word “Anglican” describes the Historic 

Diocese and is not distinguishing.  The name “Anglican Diocese of South Carolina” is therefore 

confusingly similar to “Diocese of South Carolina,” as further evidenced herein.   

The Disassociated Diocese cannot feign innocence in making this choice.  As demonstrated 

above, the Disassociated Diocese refuses to acknowledge and does not want the public to 

understand that it is not the Historic Diocese and instead is an entirely new and different 

organization that was formed in 2012.  To the contrary, the Disassociated Diocese is intentionally 

clinging to the identity and misappropriating the goodwill of the Historic Diocese.  It is manifest 

that the Disassociated Diocese deliberately adopted a confusingly similar name for that purpose.   

Evidencing this further, internet searches for the names of the Historic Diocese, “Diocese 

of South Carolina” and “Episcopal Diocese of South Carolina,” return prominent advertisements 

for the Disassociated Diocese and links to its website.  The Disassociated Diocese is also using the 

Historic Diocese’s website domains that are based on its name “Diocese of South Carolina,” 

www.dioceseofsc.org and www.diosc.org, to redirect people to its confusingly similar new website 

domain, www.adosc.org.  All of this lures internet users to the Disassociated Diocese’s website, 

where it holds itself out to be the Historic Diocese in many respects, as summarized above and 

detailed herein.  
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For these reasons, as set forth in detail below, Plaintiffs ask this Court to enforce its 

Injunction by taking appropriate action to compel Defendants2 to comply with the Injunction, 

including but not limited to discontinuing the use of the infringing materials and the making of the 

false advertisements and representations described herein; discontinuing the use of the Historic 

Diocese’s website domains and any confusingly similar domain names; discontinuing the use of 

the confusingly similar name, “Anglican Diocese of South Carolina”; selecting a new name under 

the safe distance rule that is so far removed from any characteristic of the Historic Diocese so as 

to put the public on notice that the two are not related; and providing any further relief the Court 

deems just. 

LEGAL STANDARD 

A district court retains jurisdiction to enforce an injunction, notwithstanding the pendency 

of an appeal.  Hudson v. Pittsylvania Cnty., 774 F.3d 231, 234 (4th Cir. 2014).  Injunctions “often 

require [ ] continuing supervision by the issuing court and always a continuing willingness to apply 

its powers and processes on behalf of the party who obtained that equitable relief.”  Thompson v. 

U.S. Dept. Housing & Urban Dev., 404 F.3d 821, 833 (4th Cir. 2005) (quoting System Fed'n No. 

91 v. Wright, 364 U.S. 642, 647 (1961)).  The enforcement of an injunction is reviewed for an 

abuse of discretion.  Id. 

With respect to the specific issue of enforcing an injunction against the use of a confusingly 

similar name, “the court should not start all over again to fully analyze the new version of the mark 

chosen by the defendant as if it were the trial of a lawsuit against the new version[;] [r]ather, the 

court must simply determine whether the terms of the injunction were violated by the new version 

                                                      
2 Many of the Disassociated Parishes appear to be following the lead of the Disassociated 

Diocese in continuing to falsely advertise and represent that the Disassociated Diocese is the 
Historic Diocese in many respects, and in using the confusingly similar name, “Anglican Diocese 
of South Carolina.”   
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chosen by defendant.”  5 McCarthy on Trademarks and Unfair Competition § 30:18 (5th ed.) 

(citing Wella Corp. v. Wella Graphics, Inc., 37 F.3d 46 (2nd Cir. 1994)).   The following excerpt 

from Wella is instructive as to how this legal standard applies:  

The present matter is past the infringement stage, however, because 
Wella Corporation is seeking to enforce the injunction through a 
contempt motion. The sole issue before the district court, therefore, 
was whether Wella Graphics violated the injunction, that is, whether 
the name Wello is “confusingly similar” to the name “Wella.”  In 
denying the contempt motion, the district court erroneously went 
beyond the terms of the injunction and applied the Polaroid factors, 
including proximity of the products and likelihood of bridging the 
gap.  When enforcing injunctions that enjoin use of any mark 
confusingly similar to the protected mark, courts should not 
adjudicate issues such as product proximity but should simply 
evaluate whether or not the new mark is confusingly similar to the 
protected mark, regardless of the products on which the marks are 
used.  See, e.g., Oral-B Labs. v. Mi-Lor Corp., 810 F.2d 20, 22-23 
(2d Cir.1987); Eskay Drugs v. Smith, Kline & French Labs., 188 
F.2d 430 (5th Cir.1951).  Although the terms of such an injunction 
impose a heavier burden on an infringing party with a redesigned 
mark than is imposed on a newcomer with a similar mark, “a party 
who has once infringed a trademark may be required to suffer a 
position less advantageous than that of an innocent party.” Oral-B 
Labs., 810 F.2d at 24 (citations omitted). Moreover, to obtain an 
injunction against an infringer, an owner of a mark must satisfy the 
Polaroid test. The injunction, however, would be of questionable 
value if enforcement against every alteration of the infringing mark 
required a relitigation of the Polaroid factors. Indeed, such a 
requirement would lead to the anomaly of a trademark plaintiff 
having to satisfy the Polaroid test by clear and convincing evidence 
to enforce an injunction, see Hart Schaffner & Marx v. Alexander’s 
Dep’t Stores, Inc., 341 F.2d 101 (2d Cir. 1965), but only having to 
meet the less stringent preponderance-of-the-evidence test to obtain 
the injunction in the first place.  The district court therefore erred by 
employing the Polaroid analysis, including proximity of the 
products and likelihood of bridging the gap, to evaluate the legality 
of a minor alteration of a mark already found to be infringing. The 
district court simply should have determined whether “Wello” is 
confusingly similar to “Wella.”  

 
Wella, 37 F.3d at 47-48. 
 
 Further, the Court may, in its discretion, apply the “safe distance rule,” which “prevent[s] 

known infringers from using trademarks whose use by non-infringers would not necessarily be 
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actionable,” Innovation Ventures, LLC v. N2G Distrib., Inc., 763 F.3d 524, 544 (6th Cir. 2014), 

and “prevent[s] a proven infringer from evading contempt charges by making only insignificant 

changes to the infringing mark and continuing its conduct.”  5 McCarthy on Trademarks and Unfair 

Competition §30:21 (5th ed. 2019); see also De Simone v. VSL Pharms., Inc., 2016 U.S. Dist. 

LEXIS 80523 (D. Md. June 20, 2016) (citing Innovation, discussing the safe distance rule, and 

stating that the “Fourth Circuit has yet to expressly adopt the safe distance rule, but has suggested 

that the reasoning behind it is persuasive,” citing Osem Food Indust. Ltd. v. Sherwood Foods, Inc., 

917 F.2d 161, 164 n.4 (4th Cir. 1990) (“Additionally, we note that some courts have indicated 

persuasively that once a company commits an unfair business practice it should thereafter be 

required to keep a safe distance away from the margin line.”) (internal quotations and citations 

omitted)).  The following excerpt from Innovation is instructive as to how the safe distance rule 

applies:  

Equity allows courts, faced with recalcitrant parties who repeatedly 
violate the law, to craft permanent injunctions which “proscribe 
activities that, standing alone, would have been unassailable.” 
E.E.O.C. v. Wilson Metal Casket Co., 24 F.3d 836, 842 (6th 
Cir.1994) (quotation marks omitted). This equitable principle goes 
by a specialized name in the context of permanent injunctions to 
protect intellectual property—the Safe Distance Rule. Like the 
general principle, the Safe Distance Rule “prevent[s] known 
infringers from using trademarks whose use by non-infringers 
would not necessarily be actionable.” Taubman Co. v. Webfeats, 319 
F.3d 770, 778–79 (6th Cir.2003) (citing Broderick & Bascom Rope 
Co. v. Manoff, 41 F.2d 353 (6th Cir.1930)). 
 
The Safe Distance Rule gives courts a particularly useful tool in 
crafting and enforcing permanent injunctions. Once a party infringes 
on another’s trademark or trade dress, the confusion sowed “is not 
magically remedied” by de minimis fixes. Id. at 779. “Instead, the 
confusion lingers, creating the need for the infringer not only to 
secure a new non-infringing name (or other infringing 
characteristic) for his product, but one so far removed from any 
characteristic of the plaintiff so as to put the public on notice that 
the two are not related.” Id. In contempt proceedings, the Safe 
Distance Rule “reliev[es] the reviewing court of the need to retry the 
entire range of issues that may be relevant in an infringement action 
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for each small variation the defendant makes to the enjoined mark.” 
PRL USA Holdings, Inc. v. U.S. Polo Ass’n, Inc., 520 F.3d 109, 118 
(2d Cir.2008). If the law were otherwise, an enjoined party “could 
simply make a tiny change and start a new trademark contest all over 
again in the context of the contempt hearing as to use of the ‘new’ 
format.” 5 McCarthy on Trademarks and Unfair Competition § 
30:21 (4th ed. 2013). 
 
The Safe Distance Rule is thus a well accepted part of the court’s 
remedial toolkit. See PRL, 520 F.3d at 117–18 (collecting cases).  

 
Innovation, 763 F.3d at 544-45. 
 

BACKGROUND 

The Court issued its Injunction nearly two months ago, on September 19, 2019.  (Dkt. 667).  

The Injunction included the following findings of fact, conclusions of law, and injunctive relief, 

which are pertinent to this Petition: 

1. “…TECSC is the lawful successor to the Historic Diocese.”  (Dkt. 667 at 11). 

2. “The Disassociated Diocese is not the successor to the Historic Diocese…” (Dkt. 

667 at 65). 

3. “The Disassociated Diocese is an organization formed in 2012…” (Dkt. 667 at 47). 

4. “Therefore, while the Disassociated Diocese argues that its use dates back to 1785, 

this prior use is not the Defendants’ to claim.”  (Dkt. 667 at 27). 

5. “[T]he Disassociated Diocese cannot claim prior use as it was not the organization 

using those marks in 1785.”  (Dkt. 667 at 27). 

6. “[The Episcopal Church] removed Defendant Lawrence as the head of the Historic 

Diocese.” (Dkt. 667 at 13). 

7. “Therefore, it was for TEC to determine which Bishop was leading the Historic 

Diocese and the Court is mandated to defer to TEC’s designation of Bishop vonRosenberg, and 

later Provisional Bishop Adams, as the head of the Historic Diocese, and thus the TECSC as the 

successor to the Historic Diocese.”  (Dkt. 667 at 13). 
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8. “TECSC is the common law owner of the state-registered marks . . . [and] TECSC 

owns the state registrations of these marks” (Dkt. 667 at 63), which include the “Diocese of South 

Carolina,” “The Episcopal Diocese of South Carolina,” “The Protestant Episcopal Church in the 

Diocese of South Carolina,” and “The Diocesan Seal.”  (Dkt. 667 at 4). 

9. “Defendants intended to capitalize on the goodwill by intentionally holding 

themselves out as the continuation of the Historic Diocese…” (Dkt. 667 at 54). 

10. “The Disassociated Diocese is not the successor to the Historic Diocese and 

therefore any reference in commercial advertisements to the Disassociated Diocese as the ‘Diocese 

of South Carolina,’ including use of the Diocesan Seal of the Historic Diocese which states 

‘Diocese of South Carolina,’ is literally false.” (Dkt. 667 at 65). 

11. “…Defendants infringed on TEC and TECSC’s marks, diluted TEC’s marks and 

engaged in false advertising regarding their affiliation with TECSC and their identity.” (Dkt. 667 

at 71-72). 

12.  “Therefore, as detailed below, the Court issues an injunction against further 

trademark infringement, trademark dilution, and false advertising.” (Dkt. 667 at 72). 

13. “The Court further DECLARES that TEC owns its five federally registered marks 

. . . and that TECSC owns the marks designated in the state registrations.” (Dkt. 667 at 72). 

14. “[T]he Court hereby issues the following PERMANENT INJUNCTION and 

ENJOINS all Defendants, their officers, agents, servants, employees, associates, subsidiaries, and 

affiliates from using the following marks or any mark confusingly similar: The Protestant 

Episcopal Church in the United States; The Episcopal Church; The Episcopal Church Welcomes 

You; La Iglesia Episcopal, and; The Episcopal Shield.  The Court further enjoins Defendants their 

officers, agents, servants, employees, associates, subsidiaries and affiliates from using the 

following marks or any mark confusingly similar: Diocese of South Carolina; The Episcopal 
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Diocese of South Carolina; The Protestant Episcopal Church in the Diocese of South Carolina; 

The Diocesan Seal” (Dkt. 667 at 72-73) (footnotes omitted).  

DEFENDANTS’ VIOLATIONS OF THE INJUNCTION  

In the nearly two months that have passed since the Court issued the Injunction, Plaintiffs 

have patiently waited and watched as Defendants made only limited and insufficient changes to 

their websites and other advertising and promotional materials.  As of the date of the filing of this 

Petition, Defendants are violating the Injunction as follows: 

I. THE DISASSOCIATED DIOCESE CONTINUES TO CLAIM THE HISTORIC 
DIOCSESE’S IDENTITY AND GOODWILL AS ITS OWN BY INFRINGING ITS 
MARKS AND MAKING FALSE AND MISLEADING ADVERTISMENTS AND 
REPRESENTATIONS  

 
a. “Founded in 1785” 

The Disassociated Diocese continues to claim the Historic Diocese’s identity and goodwill 

as its own by falsely advertising and representing to be “Founded in 1785.”   In fact, the Historic 

Diocese was founded in or around 1785, whereas the Disassociated Diocese was founded in 2012.  

(Dkt. 667 at 11, 13, 27, 47, 65).   

This violation of the Injunction, as of the filing date of this Petition, is shown in the 

following screenshot of the Disassociated Diocese’s website, www.adosc.org: 
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The Disassociated Diocese’s webpages that include such violations of the Injunction 

include, but are not limited to, the following: (1) www.adosc.org, (2) https://adosc.org/about/, (3) 

https://www.facebook.com/pg/angdioceseofsc/about/?ref=page_internal.   

b. “14th Bishop” or “XIV Bishop” 

The Disassociated Diocese continues to claim the Historic Diocese’s identity and goodwill 

as its own by falsely advertising and representing that Bishop Lawrence is its “14th Bishop” or 

“XIV Bishop.”  In fact, Bishop Lawrence was the 14th Bishop of the Historic Diocese before he 

was removed, whereas he is the Disassociated Diocese’s first and only Bishop.  (Dkt. 667 at 11, 

13, 27, 47, 65). 

This violation of the Injunction, as of the filing date of this Petition, is shown in the 

following screenshot of the Disassociated Diocese’s website, https://adosc.org/bishop-mark-

lawrence/, which states that Bishop Lawrence is the “14th Bishop of the Anglican Diocese of South 

Carolina,” and that the date he was “consecrated as the 14th Bishop of the Anglican Diocese of 

South Carolina” was “January 26, 2008”: 
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The Disassociated Diocese’s webpages that include such violations of the Injunction 

include, but are not limited to, the following: (1) https://adosc.org/bishop-mark-lawrence/, (2) 

https://adosc.org/about/, (3) http://bishopmarklawrence.org.   

c. “229th Diocesan Convention” and the Historic Diocese’s Journals using its 
marks 

 
The Disassociated Diocese continues to claim the Historic Diocese’s identity and 

goodwill as its own by falsely advertising and representing that it will soon be holding its “229th 

Diocesan Convention,” and claiming as its own more than two centuries of the Historic 

Diocese’s Diocesan Conventions, and the corresponding Journals, which use the Historic 

Diocese’s marks. 

In fact, the Disassociated Diocese’s upcoming convention could only be its “8th” since it 

was founded in late 2012.  (Dkt. 667 at 11, 13, 27, 47, 65).  None of the Historic Diocese’s 

Diocesan Convention Journals prior to 2012 belong to the Disassociated Diocese or describe its 

history.  None of the journals published by the Disassociated Diocese after 2012 in the name of 

the Historic Diocese are legitimate journals of the Historic Diocese.  

For more than two centuries, the Historic Diocese has met in Diocesan Convention.  Each 

Diocesan Convention has typically been referred to in sequence by number.  The Historic 

Diocese’s upcoming Diocesan Convention will be its 229th.   Each Diocesan Convention is itself 

an institution and body comprised of delegates from the parishes and missions of the Historic 

Diocese, presided over by the Bishop of the Historic Diocese, in accord with the Constitution 

and Canons of The Episcopal Church.  Each Diocesan Convention typically meets for two days.  

It conducts elections for officers of the Historic Diocese’s various institutions and delegates to 

the General Convention of The Episcopal Church.  It also adopts and amends the Historic 

Diocese’s Constitution and Canons and other rules, regulations, and resolutions.  It also takes 

reports from the various institutions of the Historic Diocese, notably including Camp St. 
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Christopher and the Trustees of the Historic Diocese.  A Journal of the proceedings is published 

for each Diocesan Convention, which is typically hundreds of pages.  The title page of each 

Journal typically features the convention number and the marks of the Historic Diocese.  The 

Journals, collectively and in sequence, tell the history of the Historic Diocese.  The Journals are 

treasured historical documents that are central to the identity and goodwill of the Historic 

Diocese.   

In violation of the Injunction, as of the filing date of this Petition, the following 

screenshot of the Disassociated Diocese’s website, https://adosc.org/news-events/convention/, 

shows that the Disassociated Diocese is referring to its upcoming convention as its “229th”; and it 

also provides hyperlinks to “Convention Journals” and “Convention Archives”:   

 

The hyperlink to “Convention Journals,” https://adosc.org/news-events/convention/, 

shows additional hyperlinks to “Diocesan Convention Journals” referred to by numbers “226th” 
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through “216th” that were “held” between 2017 and 2006, which includes years before and after 

the Disassociated Diocese was formed in 2012: 

 

With respect to the years prior to 2012, for example, the hyperlink to “View the Journal 

for the 216th Diocesan Convention,” https://adosc.org/wp-

content/uploads/2017/12/journal_216.pdf, shows the Journal published by the Historic Diocese 

for the 216th Diocesan Convention that met in 2006, using the Historic Diocese’s name, “Diocese 

of South Carolina,” together with the Historic Diocese’s seal: 

2:13-cv-00587-RMG     Date Filed 11/11/19    Entry Number 686     Page 13 of 41



 14 

 

For the years after 2012, for example, the hyperlink to “View the Journal for the 226th 

Diocesan Convention,” https://adosc.org/wp-content/uploads/2018/03/journal_226.pdf, shows an 

illegitimate journal published by the Disassociated Diocese in 2017 falsely claiming to be the 

Historic Diocese, using the Historic Diocese’s name, “Diocese of South Carolina,” together with 

the Historic Diocese’s seal: 
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 The table of contents for this illegitimate journal posted on the Disassociated Diocese’s 

website, https://adosc.org/wp-content/uploads/2018/03/journal_226.pdf, shows the proceedings 

conducted by the Disassociated Diocese in the name of the Historic Diocese: 
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Page “1” of this illegitimate journal posted on the Disassociated Diocese’s website, 

https://adosc.org/wp-content/uploads/2018/03/journal_226.pdf, states that “THE BISHOP” of 

“THE EPISCOPAL DIOCESE OF SOUTH CAROLINA” is “The Rt. Rev. Mark J. Lawrence”: 

 

Page “161” of this illegitimate journal posted on the Disassociated Diocese’s website, 

https://adosc.org/wp-content/uploads/2018/03/journal_226.pdf, purports to provide the 

“Constitution and Canons of the Diocese of South Carolina,” using the Historic Diocese’s name 

and seal: 
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Page 153 of this illegitimate journal posted on the Disassociated Diocese’s website, 

https://adosc.org/wp-content/uploads/2018/03/journal_226.pdf, shows a report from the 

“Departments of Diocesan Council” regarding the “St. Christopher Camp and Conference 

Center”: 

 

Page 84 of this illegitimate journal posted on the Disassociated Diocese’s website, 

https://adosc.org/wp-content/uploads/2018/03/journal_226.pdf, shows a “Report of the 

Trustees,” more particularly identified as the “Trustees of the Protestant Episcopal Church in 

South Carolina”: 

 

 

In sum, the Disassociated Diocese – by referring to its upcoming convention as its 

“229th” and posting the Historic Diocese’s Diocesan Convention Journals prior to 2012, together 
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with its own illegitimate journals falsely claiming to be those of the Historic Diocese after 2012, 

all of which use the names and seal of the Historic Diocese – is misappropriating the identity and 

goodwill of the Historic Diocese embodied in more than two centuries of Diocesan Conventions 

and the corresponding Journals.  

The Disassociated Diocese’s webpages that include such violations of the Injunction 

include, but are not limited to, the following: (1) https://adosc.org/news-events/convention/, (2) 

https://adosc.org/news-events/convention/convention-archives/, (3) 

https://adosc.org/about/convention-journals/, (4) https://adosc.org/wp-

content/uploads/2018/03/journal_226.pdf, (5) https://adosc.org/wp-

content/uploads/2017/12/journal_225.pdf, (6) https://adosc.org/wp-

content/uploads/2017/12/journal_224.pdf, (7) https://adosc.org/wp-

content/uploads/2017/12/journal_223.pdf, (8) https://adosc.org/wp-

content/uploads/2017/12/journal_222.pdf, (9) https://adosc.org/wp-

content/uploads/2017/12/journal_221.pdf, (10) https://adosc.org/wp-

content/uploads/2017/12/journal_220.pdf, (11) https://adosc.org/wp-

content/uploads/2017/12/journal_219.pdf, (12) https://adosc.org/wp-

content/uploads/2017/12/journal_sp_10_09.pdf, (13) https://adosc.org/wp-

content/uploads/2017/12/journal_218.pdf, (14) https://adosc.org/wp-

content/uploads/2017/12/journal_217.pdf, (15) https://adosc.org/wp-

content/uploads/2017/12/journal_216.pdf.   

d. The Historic Diocese’s newspaper, the “Jubilate Deo,” and publications 
using the Historic Diocese’s marks 

 
The Disassociated Diocese continues to claim the Historic Diocese’s identity and 

goodwill as its own by falsely advertising and representing to be the publisher of the Historic 

Diocese’s newspaper, the “Jubilate Deo.”    
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The Historic Diocese has published a diocesan newspaper since at least the mid-twentieth 

century, if not earlier.  Typically, there have been multiple or several editions per year.  Each 

edition typically has included articles about the programs, events, and mission of the Historic 

Diocese and The Episcopal Church.  A copy of each edition was typically mailed to all members 

(or one per household) of all parishes in the Historic Diocese.  The name of the newspaper in its 

early years was “The Diocese.”  In or around the 1970’s, the name was changed to “Jubilate 

Deo.”  In Latin, this means “be joyful in the Lord.”  For several decades, the Historic Diocese 

published its newspaper under the name “Jubilate Deo,” typically sending multiple or several 

editions per year to all members of all parishes in the Historic Diocese.  During this time, the 

name “Jubilate Deo” became well known by local Episcopalians as the newspaper of the Historic 

Diocese.  It thus became a part of the identity and goodwill of the Historic Diocese.   

In 2012, the Disassociated Diocese began misappropriating the name Jubilate Deo to 

publish newspapers in the names of the Historic Diocese, falsely claiming to be the Historic 

Diocese.  It has continued to do so during the course of this litigation, publishing its latest 

illegitimate edition in “Fall 2019.”   

In violation of the Injunction, the Disassociated Diocese’s website continues to claim that 

the Jubilate Deo is its newspaper, and it continues to post editions published by the Historic 

Diocese prior to 2012, in sequence with its own illegitimate publications after 2012.  All of the 

publications posted on the website, whether published by the Historic Diocese prior to 2012 or 

by the Disassociated Diocese after 2012, use the names of the Historic Diocese and expressly 

state either “Published By The Episcopal Diocese of South Carolina” or “Published By The 

Diocese of South Carolina.”   

This is shown in the following screenshot of the Disassociated Diocese’s website, as of 

the filing date of this Petition, https://adosc.org/news-events/jubilate-deo/, which states: “The 
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Jubilate Deo, the newspaper of the Anglican Diocese of South Carolina, is printed three times a 

year and mailed to over 13,000 households[,] As an arm of the Diocese its content reflects the 

vision, mission and work of the Diocese[,]”; and which invites people to “View our past issues,” 

between 2019 and 2006 (emphasis added): 

 

The hyperlink “June-July 2006,” https://adosc.org/wp-

content/uploads/2018/01/jun_jul06_jub_deo.pdf, for example, shows a publication of the Jubilate 

Deo from 2006  by the Historic Diocese, using the Historic Diocese’s name “The Episcopal 

Diocese of South Carolina”: 
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Page 16 of the same hyperlink “June-July 2006,” https://adosc.org/wp-

content/uploads/2018/01/jun_jul06_jub_deo.pdf, expressly states that it is “Published By The 

Episcopal Diocese of South Carolina”: 

 

The hyperlink “Fall 2019,” https://adosc.org/wp-

content/uploads/2019/08/2019_fall_jubilate_deo_web.pdf, for example, shows an illegitimate 

publication of the Jubilate Deo in 2019 by the Disassociated Diocese, using the name of the 

Historic Diocese, “Diocese of South Carolina.”  
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Page 16 of the same hyperlink “Fall 2019,” https://adosc.org/wp-

content/uploads/2019/08/2019_fall_jubilate_deo_web.pdf, expressly states that it is “Published 

By The Diocese of South Carolina”: 

 

The Disassociated Diocese’s webpages that include such violations of the Injunction 

include, but are not limited to, the following: (1) https://adosc.org/news-events/jubilate-deo/, (2) 

https://adosc.org/wp-content/uploads/2019/08/2019_fall_jubilate_deo_web.pdf, (3) 

https://adosc.org/wp-content/uploads/2019/05/2019_spring_jubilate_deo_web.pdf, (4) 

https://adosc.org/wp-content/uploads/2019/01/2019_winter_jubilate_deo_web.pdf, (5) 

https://adosc.org/wp-content/uploads/2018/08/2018_fall_jubilate_deo_web.pdf, (6) 

https://adosc.org/wp-content/uploads/2018/04/2018_spring_jubilate_deo_web.pdf, (7) 

https://adosc.org/wp-content/uploads/2018/01/2017_fall_jubilate_deo_web.pdf, (8) 
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https://adosc.org/wp-content/uploads/2018/01/2017_spring_jubilate_deo_web.pdf, (9) 

https://adosc.org/wp-content/uploads/2018/01/2017_winter_jubilate_deo_web-1.pdf, (10) 

https://adosc.org/wp-content/uploads/2018/01/2016_fall_jubilate_deo_web-1.pdf, (11) 

https://adosc.org/wp-content/uploads/2018/01/2016_spring_summer_jubilate_deo_web.pdf, (12) 

https://adosc.org/wp-content/uploads/2018/01/2016_winter_jubilate_deo_web.pdf, (13) 

https://adosc.org/wp-content/uploads/2018/01/2015_fall_jubilate_deo_web.pdf, (14) 

https://adosc.org/wp-content/uploads/2018/01/2015_summer_jubilate_deo_web.pdf, (15) 

https://adosc.org/wp-content/uploads/2018/01/2015_winter_jubilate_deo_web.pdf, (16) 

https://adosc.org/wp-content/uploads/2018/01/2014_summer_jubilate_deo_web.pdf, (17) 

https://adosc.org/wp-content/uploads/2018/01/2014_spring_jubilate_deo_web.pdf, (18) 

https://adosc.org/wp-content/uploads/2018/01/2014_winter_jubilate_deo_web.pdf, (19) 

https://adosc.org/wp-content/uploads/2018/01/2013_ldf_jubi_web.pdf, (20) https://adosc.org/wp-

content/uploads/2018/01/2013_fall_jubilate_deo_web.pdf, (21) https://adosc.org/wp-

content/uploads/2018/01/2013_spring_jubilate_deo_web.pdf, (22) https://adosc.org/wp-

content/uploads/2018/01/2013_spring_jubilate_deo_web.pdf, (23) https://adosc.org/wp-

content/uploads/2018/01/2013_winter_jubilate_deo_web.pdf, (24) https://adosc.org/wp-

content/uploads/2018/01/2012_fall_jubilate_deo_web.pdf, (25) https://adosc.org/wp-

content/uploads/2018/01/2012_spring_jubilate_deo_web.pdf, (26) https://adosc.org/wp-

content/uploads/2018/01/2012_winter_jubilate_deo_web.pdf, (27) https://adosc.org/wp-

content/uploads/2018/01/2011_fall_jubilate_deo_web-1.pdf, (28) https://adosc.org/wp-

content/uploads/2018/01/2011_spring_jubilate_deo_web-1.pdf, (29) https://adosc.org/wp-

content/uploads/2018/01/2011_winter_jubilate_deo_web.pdf, (30) https://adosc.org/wp-

content/uploads/2018/01/fall_2010_jubilate_deo_web.pdf, (31) https://adosc.org/wp-

content/uploads/2018/01/summer_2010_jubilate_deo_web.pdf, (32) https://adosc.org/wp-
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content/uploads/2018/01/spring_2010_jubilate_deo_web.pdf, (33) https://adosc.org/wp-

content/uploads/2018/01/january_february_2010_jubilate_deo_web.pdf, (34) 

https://adosc.org/wp-content/uploads/2018/01/nov_dec09_jub_deo.pdf, (35) 

https://adosc.org/wp-content/uploads/2018/01/sep_oct09_jub_deo.pdf, (36) https://adosc.org/wp-

content/uploads/2018/01/jun_aug09_jub_deo.pdf, (37) https://adosc.org/wp-

content/uploads/2018/01/april_may09_jub_deo.pdf, (38) https://adosc.org/wp-

content/uploads/2018/01/feb_mar09_jub_deo.pdf, (39) https://adosc.org/wp-

content/uploads/2018/01/dec08_jan09_jub_deo.pdf, (40) https://adosc.org/wp-

content/uploads/2018/01/oct_nov08_jub_deo.pdf, (41) https://adosc.org/wp-

content/uploads/2018/01/aug_sep08_jub_deo.pdf, (42) https://adosc.org/wp-

content/uploads/2018/01/june_july_08_jubilate_deo_web-003.pdf, (43) https://adosc.org/wp-

content/uploads/2018/01/apr_may08_jub_deo.pdf, (44) https://adosc.org/wp-

content/uploads/2018/01/feb_mar08_jub_deo.pdf, (45) https://adosc.org/wp-

content/uploads/2018/01/dec07_jan08_jub_deo.pdf, (46) https://adosc.org/wp-

content/uploads/2018/01/oct_nov07_jub_deo.pdf, (47) https://adosc.org/wp-

content/uploads/2018/01/aug_sep07_jub_deo.pdf, (48) https://adosc.org/wp-

content/uploads/2018/01/jun_jul07_jub_deo.pdf, (49) https://adosc.org/wp-

content/uploads/2018/01/apr_may07_jub_deo.pdf, (50) https://adosc.org/wp-

content/uploads/2018/01/feb_mar07_jub_deo.pdf, (51) https://adosc.org/wp-

content/uploads/2018/01/dec06_jan07_jub_deo.pdf, (52) https://adosc.org/wp-

content/uploads/2018/01/oct_nov06_jub_deo.pdf, (53) https://adosc.org/wp-

content/uploads/2018/01/aug_sep06_jub_deo.pdf, (54) https://adosc.org/wp-

content/uploads/2018/01/jun_jul06_jub_deo.pdf.   

e. The Historic Diocese’s “institution” of “Camp St. Christopher” 
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The Disassociated Diocese continues to misappropriate the Historic Diocese’s identity and 

goodwill as its own by falsely advertising and representing that the Historic Diocese’s 

“institutions” are its own.   

One of the most significant and well-known “institutions” of the Historic Diocese is Camp 

St. Christopher.  It is a religious camp for children and a conference center that encompasses more 

than 300 acres of oceanfront property on Seabrook Island.  The camp was founded and has been 

used by the Historic Diocese since 1938.  The property on which the camp sits was gifted to the 

Historic Diocese in 1951 for the explicit purpose of furthering “the welfare of the Protestant 

Episcopal Diocese of South Carolina,” and title to the property is held in trust for the benefit of 

the Historic Diocese by the Trustees of the Historic Diocese.   Protestant Episcopal Church in the 

Diocese of S.C. v. Episcopal Church, 421 S.C. 211, 251, n.29, 806 S.E.2d 82 (2017), reh’g denied 

(Nov. 17, 2017), cert. denied sub nom., 138 S. Ct. 2623 (2018) (Beatty, C.J.) (“Additionally, I 

would find ‘The Trustees of the Protestant Episcopal Church’ in the Diocese of South Carolina 

should retain title to Camp St. Christopher as my decision in no way alters the clear language of 

the 1951 deed conveying ownership of this property. The conveyance of Camp St. Christopher 

was for the explicit purpose of furthering ‘the welfare of the Protestant Episcopal Diocese of South 

Carolina.’  In my view, the disassociated diocese can make no claim to being the successor to the 

Protestant Episcopal Church in the Diocese of South Carolina.”) (emphasis added).  For nearly a 

century, Camp St. Christopher has been operated by the Historic Diocese, serving several 

generations of Episcopalians in the State of South Carolina.  During this time, the institution of 

Camp St. Christopher has become an important part of the identity and goodwill of the Historic 

Diocese.   
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The Disassociated Diocese’s website, https://adosc.org/about/institutions/st-christopher/, 

falsely states that Camp St. Christopher is “an international Christian ministry of the Anglican 

Diocese of South Carolina,” and provides a link to “Visit St. Christopher”:  

 

Camp St. Christopher’s separate website, https://stchristopher.org/who-we-are/, currently 

being unlawfully controlled by the Disassociated Diocese and linked to its own website, similarly 

falsely states that “St. Christopher Camp and Conference Center [is] an intentional Christian 

ministry of the Anglican Diocese of South Carolina,” “started . . . in 1938,” and that “St. 

Christopher is owned and operated as a ministry of The Anglican Diocese of South Carolina,” as 

shown in the following screenshots: 
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The Disassociated Diocese recently sent out the following brochure soliciting gifts to its 

“Annual Fund 2019,” misappropriating the goodwill belonging to the Historic Diocese based on 

its institution of Camp St. Christopher.  The brochure represents: “As a ministry of The Anglican 

Diocese of South Carolina, St. Christopher Camp and Conference Center is a nonprofit 

organization.”  It further states: “We were created in 1939 to serve the underprivileged children of 

South Carolina.”   It provides the instruction: “Make checks payable to The Anglican Diocese of 

South Carolina.”   
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f. Redirecting the Historic Diocese’s website domains 

The Disassociated Diocese is violating the Injunction by using website domains based on 

the Historic Diocese’s names that the Historic Diocese acquired and used prior to 2012, 

www.dioceseofsc.org and www.diosc.org, to redirect internet users to its new website domain, 

www.adosc.org.  This means that when an internet user enters www.dioceseofsc.org or 

www.diosc.org into a web browser, the result is that the Disassociated Diocese’s website appears 

in the web browser under the domain name www.adosc.org.  See People for the Ethical Treatment 

of Animals v. Doughney, 263 F.3d 359, 366-67 (4th Cir. 2001) (“Doughney’s use of PETA’s Mark 

in the domain name of his website is likely to prevent Internet users from reaching [PETA’s] own 

Internet web site.  The prospective users of [PETA’s] services who mistakenly access Defendant’s 

web site may fail to continue to search for [PETA’s] own home page, due to anger, frustration, or 

the belief that [PETA’s] home page does not exist.”); Virtual Works v. Volkswagen of Am., 238 

F.3d 264, 269-70 (4th Cir. 2000) (“Virtual Works chose vw.net over other domain names not just 

because “vw” reflected the company’s own initials, but also because it foresaw the ability to profit 

from the natural association of vw.net with the VW mark.  Indeed, it is obvious even to a casual 

observer that the similarity between vw.net and the VW mark is overwhelming.”); Brookfield 

Communications, Inc. v. West Coast Entertainment Corp., 174 F.3d 1036, 1045 (9th Cir. 1999) 

(“Web users often assume, as a rule of thumb, that the domain name of a particular company will 

be the company name followed by ‘.com.’ . . .   A Web surfer’s second option when he does not 

know the domain name is to utilize an Internet search engine…”). 

The following is a public report from the legally authorized public domain registrar 

certified by the Internet Corporation for Assigned Names and Numbers (ICANN), “Network 

Solutions,” dated as of the filing of this Petition, 

https://www.networksolutions.com/whois/results.jsp?domain=dioceseofsc.org, showing the 
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public record for the domain name, www.dioceseofsc.org, indicating that it was created in 1998 

and was updated in 2019 and is now registered to “The Anglican Diocese of South Carolina”: 

 

The following is a public report from the legally authorized public domain registrar 

certified by the Internet Corporation for Assigned Names and Numbers (ICANN), “Go Daddy,” 

dated as of the filing of this Petition, 

https://www.godaddy.com/offers/whois?isc=gofdh073&gclsrc=aw.ds&&gclid=EAIaIQobChMI

4rzI88ri5QIVD3iGCh0_SgPOEAAYASAAEgJK8vD_BwE, showing the public record for the 

public domain name, www.diosc.org, indicating that it was created in 2008 and was updated in 

2018, and that the name of the registrant is currently “Private,” and the organization administrating 

the registration is “Domains By Proxy, LLC”: 
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II. THE DISASSOCIATED DIOCESE HAS ADOPTED A CONFUSINGLY SIMILAR 
NAME: “ANGLICAN DIOCESE OF SOUTH CAROLINA” 
 
In furtherance of the above-described concerted effort by the Disassociated Diocese to 

continue to hold itself out to be the Historic Diocese, the Disassociated Diocese has adopted a new 

name, “Anglican Diocese of South Carolina,” which is confusingly similar to the Historic 

Diocese’s name, “Diocese of South Carolina” – adding only one word to it, “Anglican.”   

In the Injunction, the Court found that it is “undisputed” that the mark “Diocese of South 

Carolina” has “some strength,” and is entitled to protection from “confusingly similar” marks in 

the same region for competing goods and services.  (Dkt. 667 at 61, 72-73).  The Disassociated 

Diocese is in no position to challenge the protectability of the mark against confusingly similar 

marks now.  The Disassociated Diocese itself sued TECSC and TEC in state court for trademark 

infringement based on the mark, alleging that the mark is “famous” based on its long and exclusive 

use by the Historic Diocese (which it falsely claimed to be), and seeking an injunction against 

TECSC and TEC regarding the use of “any imitations or substantially similar names.”  (Dkt. 86-

1) (Disassociated Diocese’s complaint in the state action; see the unnumbered introductory 

paragraph and numbered paragraphs 19 and 496-499).  See Hayne Fed. Credit Union v. Bailey, 

327 S.C. 242, 251, 489 S.E.2d 472, 477 (1997) (“Judicial estoppel precludes a party from adopting 

a position in conflict with one earlier taken in the same or related litigation.”). 

As set forth in the legal standard above, “the terms of such an injunction [against the use 

of a confusingly similar name] impose a heavier burden on an infringing party with a redesigned 

mark than is imposed on a newcomer with a similar mark.”   Wella, 37 F.3d at 48.  “A party who 

has once infringed a trademark may be required to suffer a position less advantageous than that of 

an innocent party.”  Id. (quoting Oral-B, 810 F.2d at 24).  “When enforcing injunctions that enjoin 

use of any mark confusingly similar to the protected mark, courts should not adjudicate” the 

trademark infringement factors, “but should simply evaluate whether or not the new mark is 
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confusingly similar to the protected mark.”  Wella, 37 F.3d at 48.  It would be error to conduct a 

new and complete trademark infringement analysis to “evaluate the legality of a minor alteration 

of a mark already found to be infringing.”  Id.; see 5 McCarthy on Trademarks and Unfair 

Competition § 30:18 (5th ed. 2019) (discussing Wella).3    

Further, the Court should apply the “safe distance rule,” as more fully set forth in the legal 

standard above, which “prevent[s] known infringers from using trademarks whose use by non-

infringers would not necessarily be actionable,” Innovation, 763 F.3d at 544-45, and “prevent[s] a 

proven infringer from evading contempt charges by making only insignificant changes to the 

infringing mark and continuing its conduct.” 5 McCarthy on Trademarks and Unfair Competition 

§30:21 (5th ed. 2019).  The safe distance rule recognizes that “[o]nce a party infringes on another’s 

trademark . . . the confusion sowed is not magically remedied by de minimis fixes,” and it gives 

the Court discretion to require the infringer to “not only to secure a new non-infringing name (or 

other infringing characteristic) for his product, but one so far removed from any characteristic of 

the plaintiff so as to put the public on notice that the two are not related.”   Innovation, 763 F.3d 

at 544-45 (internal quotation and citation omitted). 

                                                      
3 See, e.g., Wella, 37 F.3d at 48 (“The district court simply should have determined 

whether ‘Wello’ is confusingly similar to ‘Wella.’”); NYP Holdings v. N.Y. Post Publ’g Inc., 63 
F.Supp.3d 328, 339 (S.D.N.Y. 2014) (“Rather than analyze the likelihood of confusion under the 
Polaroid factors, the Court must take a more common-sense approach and “simply ... determine[ 
] whether [“newyorkpostpublishinginc.com”] is confusingly similar to [the NEW YORK POST 
Marks] . . . The Hoffenberg Website’s domain name fully incorporates the words “NEW YORK 
POST,” and the addition of “publishinginc.com,” does not diminish the similarity between the 
domain name and the NEW YORK POST Marks. The Court therefore finds that the domain 
name of the Hoffenberg Website is confusingly similar to the NEW YORK POST Marks.”); 
Oral-B, 810 F.2d at 24 (“The district court's modified preliminary injunction forbids Mi-Lor 
from making any reference to Oral-B on its toothbrush boxes . . . In this case, Judge Sweet had 
twice ordered Mi-Lor to eliminate the likelihood of confusion threatened by its toothbrush boxes. 
Each time, however, Mi-Lor created a new box that the court held was ‘confusingly similar [to] 
or colorably imitat[ed] the Oral-B toothbrush package tradedress,’ in violation of the April 12 
injunction. Faced with this circumstance, the district judge properly exercised his discretion to 
assure that future toothbrush boxes would not be confusingly similar to Oral-B’s.”). 

2:13-cv-00587-RMG     Date Filed 11/11/19    Entry Number 686     Page 33 of 41



 34 

In conducting this simple evaluation of whether the Disassociated Diocese’s new name is 

confusingly similar to the Historic Diocese’s name – particularly in view of the Court’s discretion 

under the safe distance rule – the Court should start with highlighting the obvious fact that the 

Disassociated Diocese’s new name contains the Historic Diocese’s name in its entirety; and that 

four of the five words in the new name are exactly the same, (1) “Diocese,” (2) “of,” (3) “South,” 

and (4) “Carolina.”   

The only additional word in the new name, “Anglican,” is a descriptive word, as commonly 

defined and used in this context.  As the Disassociated Diocese is of course aware, and as this 

Court already recognized in its findings in the Injunction, The Episcopal Church and the Historic 

Diocese were formed around the time of the American Revolution by former members of the 

Church of England.  (Dkt. 667 at 2-3).  In present day, The Episcopal Church is “in communion 

with” the Church of England and is a “member” of the worldwide Anglican Communion, led by 

the Archbishop of Canterbury.4  The word “Anglican” is commonly used to describe these 

relationships, together and consistent with the word, “Episcopal,” as this Court has already 

recognized.  (Dkt. 667 at 22) (“The meaning of ‘The Episcopal Church,’ as a whole does not refer 

to churches run by bishops in general, and instead, as demonstrated by Defendants’ experts and 

Defendants’ briefing, is a descriptive term for a United States-based organization of churches that 

are aligned with the Anglican communion.”).5  

                                                      
4 The Episcopal Church is the only church from the United States that is a member of the 

worldwide Anglican Communion, which includes the Church of England, and a total of 40 
member churches having locations in more than 165 countries around the world.  The Anglican 
Communion’s official website is available at https://www.anglicancommunion.org, and a list of 
its members is available at https://www.anglicancommunion.org/structures/member-
churches.aspx?s=QZ#country.   
 

5 TECSC does not claim any exclusive rights to the word “Anglican” by itself.  Plaintiffs 
do not dispute that the word “Anglican” is used by some churches that are not recognized 
members of the worldwide Anglican Communion.  Such churches typically claim that their 
religious beliefs, traditions, and liturgy have some connection to those originally established by 
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Dictionaries confirm this descriptive definition.  Merriam-Webster Dictionary defines 

“Anglican” as “(1) of or relating to the established episcopal Church of England and churches of 

similar faith and order in communion with it (2) of or relating to England or the English nation.”  

Merriam-Webster Dictionary, available at https://www.merriam-

webster.com/dictionary/anglican?utm_campaign=sd&utm_medium=serp&utm_source=jsonld, 

on November 11, 2019.  Other dictionaries offer substantially the same definitions.  See, e.g., 

Cambridge Dictionary, available at 

https://dictionary.cambridge.org/us/dictionary/english/anglican, on November 11, 2019 ((1) “a 

member of a Christian religious group that includes the Church of England and the Episcopal 

Church in the US”; (2) “relating to the Church of England, or an international Church connected 

with it”). 

Given that the word “Anglican” aptly describes the Historic Diocese, adding the word 

“Anglican” to “Diocese of South Carolina” is not enough to distinguish the Disassociated Diocese 

as an entirely new and separate organization.  See Fisons Horticulture, Inc. v. Vigoro Industries, 

Inc., 30 F.3d 466, 477 (3rd Cir. 1994) (“[A] subsequent user may not avoid likely confusion by 

appropriating another’s entire mark and adding descriptive or non-descriptive matter to it.”) 

(quoting 2 McCarthy on Trademarks and Unfair Competition, § 23:15 at 23-102 (3d ed. 1992) 

(collecting cases)); Smc Promotions, Inc. v. Smc Promotions, 355 F.Supp.2d 1127, 1135-1136 

(C.D. Cal., 2005) (quoting 3 McCarthy on Trademarks and Unfair Competition § 23:50 (4th ed. 

2004) (collecting cases)). 

                                                      
the Church of England, notwithstanding the fact that they are not “in communion with” the 
Church of England or “members” of the worldwide Anglican Communion.  While this usage of 
the word (sometimes confusingly) may be expanding the commonly understood meaning of the 
word “Anglican” in recent years, it does not make the word any less descriptive of the Historic 
Diocese – which is the dispositive fact. 
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The Disassociated Diocese must do more to comply with the Injunction.  It must set itself 

apart and start anew.  It is evident instead that the Disassociated Diocese has intentionally chosen 

a confusingly similar name as part of its effort to continue to misappropriate the Historic Diocese’s 

identity and goodwill.  In defiance of the decisions of this Court and the South Carolina Supreme 

Court, the Disassociated Diocese continues to believe that it is the Historic Diocese and wants the 

public to believe that as well.   See Plough, Inc. v. Kreis Labs., 314 F.2d 635, 639 (9th Cir. 1963) 

(“[A]n infringer, once caught, should have his conduct carefully scrutinized in any future 

operations so as to determine his intent in going as far as he does.  He must be required to keep a 

safe distance away from the margin line.”) (internal quotations and citation omitted); Exxon Corp. 

v. Texas Motor Exchange of Houston, 628 F.2d 500, 506 (5th Cir. 1980) (“If ... a plaintiff can show 

that a defendant adopted a mark with the intent of deriving benefit from the reputation of the 

plaintiff, that fact alone may be sufficient to justify the inference that there is confusing 

similarity.”) (internal citations omitted). 

Evidencing this further, internet searches for “Diocese of South Carolina” and “Episcopal 

Diocese of South Carolina” prominently feature the Disassociated Diocese’s advertisements and 

links, using the confusingly similar name, “Anglican Diocese of South Carolina.”    

The following screenshot shows Google search results for “Diocese of South Carolina,” 

featuring a prominent advertisement and link for “The Anglican Diocese of South Carolina” (the 

search was conducted in Charleston, South Carolina, on the date of this filing): 
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The following screenshot shows Google search results for “Episcopal Diocese of South 

Carolina,” likewise featuring a prominent advertisement and link for “The Anglican Diocese of 

South Carolina” (the search was conducted in Charleston, South Carolina, on the date of this 

filing): 
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These advertisements and links, using the confusingly similar name, “Anglican Diocese of 

South Carolina,” direct internet users to the Disassociated Diocese’s website, where it holds itself 

out to be the Historic Diocese in many respects, already detailed herein.  The Disassociated 

Diocese is similarly luring internet users to its website by redirecting the Historic Diocese’s 

website domains, www.dioceseofsc.org and www.diosc.org, to its new website domain 

www.adosc.org, as discussed above.  See People, 263 F.3d at 366-67; Virtual Works, 238 F.3d at 

269-70; Brookfield, 174 F.3d at 1045.  Exposed in its entirety, this is an intentional and deliberate 

scheme to continue misappropriating the Historic Diocese’s identity and goodwill.   It should be 

stopped.6   

Given all of the above described facts and circumstances, the Disassociated Diocese should 

be required to select a new name under the safe distance rule that is “so far removed from any 

characteristic” of the Historic Diocese “so as to put the public on notice that the two are not 

related.”  Innovation, 763 F.3d at 544-45 (“The Safe Distance Rule is thus a well accepted part of 

the court’s remedial toolkit.”); 5 McCarthy on Trademarks and Unfair Competition § 30:4 (5th ed. 

2019) (“In a clear case, the court has power to enjoin an act, which if done alone could be legal, 

but when performed in the context of a totality of acts does constitute unfair competition.”) 

(collecting cases). 

CONCLUSION 

WHEREFORE, based on the foregoing, the Court should enforce its Injunction by taking 

appropriate action to compel Defendants to comply with the Injunction, including but not limited 

                                                      
6 Even if the Disassociated Diocese were to clearly explain on its website that it is not the 

Historic Diocese (which it does not do), that would be no defense to using the confusingly 
similar name “Anglican Diocese of South Carolina” and domain names based thereon to lure 
internet users to its website.  See People, 263 F.3d at 366-67 (“an internet user would not realize 
that they were not on an official PETA web site until after they had used PETA’s Mark to access 
the web page ‘www.peta.org.’”).  

2:13-cv-00587-RMG     Date Filed 11/11/19    Entry Number 686     Page 38 of 41



 39 

to discontinuing the use of the infringing materials and the making of the false advertisements and 

representations described herein; discontinuing the use of the Historic Diocese’s website domains 

and any confusingly similar domain names; discontinuing the use of the confusingly similar name, 

“Anglican Diocese of South Carolina”; selecting a new name under the safe distance rule that is 

so far removed from any characteristic of the Historic Diocese so as to put the public on notice 

that the two are not related; and providing any further relief the Court deems just. 

 

(Signature page to follow) 
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Dated:  November 11, 2019 Respectfully submitted, 

 /s/ Thomas S. Tisdale    
Thomas S. Tisdale (D.S.C. Bar No. 4106)  

 Jason S. Smith (D.S.C. Bar No. 11387)  
 HELLMAN YATES & TISDALE, PA 
 105 Broad Street, Third Floor 
 Charleston, South Carolina 29401 
 Telephone:  (843) 266-9099 
 Facsimile:  (843) 266-9188 
 tst@hellmanyates.com 
 js@hellmanyates.com 
 
 Kathleen F. Monoc (D.S.C. Bar No. 10598) 
 MONOC ROBERTS 
 P.O. Box 21057 
 Charleston, South Carolina 21057 
 Telephone: (843) 277-6430 
 Facsimile: (843) 277-6264 
 katie@monocroberts.com 
 

Counsel for Plaintiffs The Episcopal Church in 
South Carolina, Bishop vonRosenberg, and 
Bishop Adams 
 
/s/ Allan R. Holmes    
Allan R. Holmes (Fed. ID# 1925)  
Cheryl H. Ledbetter (Fed. ID# 11446) 
Timothy O. Lewis (Fed. ID# 9864)  
Gibbs & Holmes 
171 Church Street, Suite 110 
Charleston, SC 29401 
Telephone: (843) 722-0033  
Facsimile: (843) 722-0114  

 
David Booth Beers 
Adam M. Chud 
Admitted Pro Hac Vice  
Goodwin Procter LLP 
901 New York Ave., N.W.  
Washington, D.C. 20001 
Telephone: (202) 346-4000 
Facsimile: (202) 346-4444  
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Mary E. Kostel  
Admitted Pro Hac Vice  
Chancellor to the Presiding Bishop 
The Episcopal Church  
c/o The Virginia Theological Seminary 
3737 Seminary Road 
PMB 200 
Alexandria, VA 22304 
Telephone: (703) 898-8413 

 
Counsel for The Episcopal Church 
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